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DETAILED ACTION 
Response to Amendment 

Examiner acl<nowledges applicants' amendment of claims 23-24, 31-32 and 34, 
cancellation of claims 25 and 33, previous cancellation of claims 1-22 and addition of 
claims 39-42 in the Response dated 4/21/2009 as part of the Request for Continued 
Examination directed to the Final Office Action dated 10/21/2008. Examiner withdraws 
claims 39-42 from further consideration based on an election by original presentation 
described below. Claims 23-24, 26-32 and 34-38 are pending in the application and 
subject to examination as part of this office action. 

Examiner acknowledges that applicants' arguments in the Response dated 
4/21/2009 as part of the Request for Continued Examination directed to the rejection set 
forth under 35 U.S.C. 103(a) in the Final Office Action dated 10/21/2008 are deemed 
moot in light of a new ground of rejection under 35 U.S.C. 103(a) as set forth below in 
view of applicants' amendments and in view of applicants' arguments. 

Election/Restrictions 

Newly submitted claims 39-42 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 



Inventions 


Claims 


Drawn To 


Class/Subclass 


1 


23-24, 26-32 and 
34-38 


Apparatus (with 
Process) 


463/16 
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II 


39-42 


Process 


463/21 



Inventions I and II are related as apparatus (with corresponding process) and 
process for its practice. The inventions are distinct if it can be shown that either: (1) the 
process as claimed can be practiced by another and materially different apparatus or by 
hand, or (2) the apparatus as claimed can be used to practice another and materially 
different process. (MPEP § 806.05(e)). In this case the claimed process of Invention II 
is directed to a method of determining plural award sets having plural outcomes and an 
average based on the outcomes of each award set and a number of the outcomes. 
Alternatively, the claimed apparatus (with corresponding process) can be used to 
practice another materially different process because the claimed apparatus is directed 
to a device having plural selectors and that generates plural award sets that include 
plural outcomes in which one of the plural award sets corresponds to one of the plural 
selectors. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 39-42 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Claim Rejections - 35 USC § 103 
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Examiner sets fortli new grounds of rejection under 35 U.S.C. § 103(a) witli 
respect to amended features as described below because eacli of tlie features of 
applicants claimed invention as amended continues to be unpatentable or obvious over 
the prior art. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 23-38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Baerlocher (US Patent 6,776,71 1) in view of Nguyen (US Patent 6,857,959), and further 
in view of Yoseloff (US Patent 6,331 ,143). Features are described by figures with 
reference characters where necessary for clarity. 

Regarding claim 31, Baerlocher teaches 

a gaming machine (column 5, lines 5-10, Baerlocher) comprises 

an electronic game controller (column 6, lines 15-27 and Fig. 2, 38, Baerlocher; a 
processor controls game processes as part of the computer) comprising 

a player interface (column 5, lines 39-45, Fig. 1, 24 and Fig. 2, 46, Baerlocher; a 
bet button and touchscreen allow the player make selections in the game), 

a display (column 5, lines 47-56 and Fig. 1, 32, Baerlocher; a video monitor 
displays game data), and 

a program, wherein the program causes the electronic game controller to 
(column 5, line 65 to column 6, line 14, Baerlocher; program code controls the 
processor to execute game functions): 
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maintain a plurality of award sets each of which comprises a plurality of 
outcomes, each of the outcomes being either an integer having a positive value or a 
non-winning outcome (column 7, lines 11 -42 and Fig. 3, 56a-e and 58a-e, Baerlocher; 
plural award sets are provided for different levels, wherein the award sets include plural 
awards, and the awards are numbers that are positive value integers and/or bonus 
terminators that have zero value representing non-winning outcomes), 

wherein a total number of the integers having a positive value in any one of the 
award sets is not equal to a total number of the integers having a positive value in any 
other of the award sets (column 7, lines 22-34 and Fig. 3, 56a-e and 58a-e, Baerlocher; 
it would have been obvious at the time of invention to try an implementation in which the 
total quantity or number of positive value integer awards in the different ones of the 
plural award sets is not equal since each award set may be associated with a different 
numbers of awards); 

wherein a sum total of the positive value for all integers in any one of the award 
sets is equal to a sum total of the positive value for all integers in any other of the award 
sets (column 7, line 60 to column 8, line 2, column 1 1 , lines 40-49 and lines 57-65 and 
Fig. 3, 56a-e and 58a-e, Baerlocher; it would have been obvious at the time of invention 
to try an implementation in which the sum total or sum resulting from adding together all 
the positive value integer awards is equal for all plural award sets since the game may 
be configured to employ any desired values of the awards in the plural sets); and 

wherein the game play credits have a value that is equal to the positive value of 
the integer selected from said selected award set (column 7, lines 22-34 and Fig. 3, 60 
and 80, Baerlocher; awards of base credits are shown to be the value associated with 
the numbers in the award sets). 

However, Baerlocher does not appear to teach award sets corresponding to 
selectors and selecting an award set as claimed. Therefore, attention is directed to 
Nguyen, which teaches 
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one of said award sets corresponding to one of said selectors (column 5, lines 
41-44, column 6, lines 55-67 and Fig. 2, 200 and 202, Nguyen; a number of prizes or 
series of prizes or award sets correspond to the touch screen buttons of prize selection 
tables), and 

an electronic game controller to select said one award set corresponding to said 
one selector responsive to operation of said one selector (column 6, line 67 to column 7, 
line 9, Nguyen; the processor of the video gaming machine allows the player to select a 
prize or series of prizes that correspond to the touch screen buttons of prize selection 
tables, the prize or series of prizes being awarded base on certain outcomes associated 
therewith). 

Nguyen suggests that a device that allows a user to select prizes that are 
associated with certain outcomes of a game played will overcome the disadvantage of 
offering jackpot and odds of winning the jackpot that are fixed when the user initiates 
game play (column 1, line 46 to column 2, line 52 and column 3, lines 12-27, Nguyen). 

Thus, it would have been obvious to a person having ordinary skill in the art at 
the time the applicant's invention was made to modify Baerlocher in view of the 
teachings of Nguyen for the purpose of providing the gaming device of Baerlocher 
having plural award sets provision and selection, positive integer value and game play 
credit that are upgradeable to and/or integrable with the award sets corresponding to 
selection tables as disclosed by Nguyen in order to overcome the disadvantage of 
offering jackpot and odds of winning the jackpot that are fixed when the user initiates 
game play by allowing the user to select prizes that are associated with certain 
outcomes of a game played. 
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Moreover, Baerlocher alone or in combination witli Nguyen does not appear to 
teacli selecting an outcome from an award set and awarding the player credits when the 
selected outcome is a positive integer value as claimed. Therefore, attention is directed 
to Yoseloff, which teaches 

select an outcome from the selected award set (column 5, lines 29-35, Yoseloff; 
the device is configured to allow the player to select a subset of symbols for game play 
from in order to effect a winning outcome similar to the outcome disclosed by Nguyen if 
a match occurs, and it would have been obvious at the time of invention to try an 
implementation in which the subset of symbols selected are configurable as outcome 
selected from the awards associated with the award sets in Baerlocher and Nguyen 
since the subset of symbols may be selected as group numbers in a row that make up 
the subset or as numbers from a set of symbols that make up the subset in the game, 
and because one having ordinary skill in the art would have understood that the wagers 
placed on the prize selection table in Nguyen (column 8, lines 1-13, Nguyen) are made 
to select symbols associated with a prize or series of prizes that corresponds to an 
outcome to be achieved during game play); and 

when the selected outcome is a said positive value integer, award a player game 
play credits (column 5, lines 36-48, Yoseloff; a player is awarded a payout upon 
occurrence of a match between the numbers or subset of player selected symbols and 
the subset of randomly selected winning symbols, and it would have been obvious at 
the time of invention to try an implementation in which the payout disclosed by Yoseloff 
is an award of game play credits as disclosed in Baerlocher and Nguyen since the 
award of base game credits or a prize or series of prizes is a payout having a particular 
value that is awarded during game play). 

Baerlocher suggests that a device that varies award returns and risk of bonus 
round termination will provide gaming devices that present the player with a risk of 
termination that is commensurate with the probability of receiving a high return award. 
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thereby improving existing games in wliicli tlie players return/risl< is not altered as a 
result of bonus schemes having only one opportunity to generate a set of values and 
probabilities of selecting a certain award or bonus terminator that increases merely 
based on a reduction in the remaining selections (column 2, line 24 to column 3, line 23, 
Baerlocher). 

Thus, it would have been obvious to one having ordinary skill in the art at the 
time the applicant's invention was made to modify Baerlocher in view of the teachings of 
Nguyen, and further in view of the teachings of Yoseloff for the purpose of providing the 
gaming device of Baerlocher alone or in combination with Nguyen having plural award 
sets provision and selection, positive integer value, game play credit and award sets 
corresponding to prize selection tables that are interchangeable with or upgradeable to 
the outcome selection credit award or payout from an award set disclosed by Yoseloff in 
order to provide gaming devices that present the player with a risk of termination that is 
commensurate with the probability of receiving a high return award so as to improve 
existing games in which the players return/risk is not altered by varying award returns 
and risk of bonus round termination. 

Regarding claim 23, the scope of the claims for the method of operating the 
system is inherent with respect to claim 31 above in view of the structure disclosed by 
Baerlocher, Nguyen and Yoseloff since the method is the normal and logical manner by 
which the system is employed. 



Regarding claim 32, Baerlocher teaches 
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that the further game play credits have a value that is equal to the positive value 
of the further integer (column 7, lines 22-34 and Fig. 3, 60 and 80, Baerlocher; awards 
of base credits are shown to be the value associated with the numbers in the award 
sets, and the credits are available in each next advanced level). 

However, Baerlocher does not appear to teach selecting a further award set that 
corresponds to another selector and selecting a further award set as claimed. 
Therefore, attention is directed to Yoseloff, which teaches 

an electronic game controller to maintain a further one of said award sets 
corresponding to another one of said selectiors (column 5, lines 41-44, column 6, lines 
55-67 and Fig. 2, 200 and 202, Nguyen; the processor of the video gaming machine 
provides a multiple number of prizes or a multiple series of prizes or award sets that 
correspond to the touch screen buttons of prize selection tables); 

an electronic game controller to select said further one award set corresponding 
to said another one selector responsive to operation of said another one selector 
(column 6, line 67 to column 7, line 9, Nguyen; the processor of the video gaming 
machine allows the player to select multiple prizes or multiple series of prizes that 
correspond to the touch screen buttons of prize selection tables, the prize or series of 
prizes being awarded base on certain outcomes associated therewith). 

Moreover, Baerlocher alone or in combination with Nguyen does not appear to 

teach selecting further outcome and awarding the player further credits when the 

selected outcome is a positive integer value as claimed. Therefore, attention is directed 

to Yoseloff, which teaches 

select a further outcome from said further one award set (column 5, lines 29-35, 
Yoseloff; the device is configured to allow the player to select additional subsets of 
symbols for game play in order to effect a different winning outcome if a match occurs. 
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and it would liave been obvious at tlie time of invention to try an implementation in 
which the additional subsets of symbols selected are configurable as outcome selected 
from the awards associated with the award sets in Baerlocher and Nguyen since the 
subset of symbols may be selected as group numbers in a row that make up the subset 
or as numbers from a set of symbols that make up the subset in the game, and because 
one having ordinary skill in the art would have understood that the wagers placed on the 
prize selection table in Nguyen (column 8, lines 1-13, Nguyen) are made to select 
symbols associated with a prize or series of prizes that corresponds to an outcome to 
be achieved during game play); and 

when the further outcome is a said positive value integer, award the player 
further game play credits (column 5, lines 36-48, Yoseloff; a player is awarded an 
additional payout upon occurrence of a match between the additional numbers or 
additional subset of player selected symbols and the additional subset of randomly 
selected winning symbols, and it would have been obvious at the time of invention to try 
an implementation in which the additional payout disclosed by Yoseloff is an award of 
game play credits as disclosed in Baerlocher and Nguyen since the award of base 
game credits or a prize or series of prizes is a payout having a particular value that is 
awarded during game play). 

Regarding claim 33, the player interface includes selectors operable by a player 
of the gaming machine and wherein, to select the award set and select the further 
award set, the electronic game controller allows a player, by operating the selectors, to 
select the award set and the further award set (column 8, lines 14-26 and Fig. 4, 32a, 
60 and 62, Baerlocher; pick buttons integrated as part of a screen or touchscreen allow 
the player to select the number of award sets for each award level via the control of the 
processor). 

Regarding claim 34, the highest value positive integer of one of the award sets is 
at least twice as large as the highest value positive integer of another of the award sets 
(column 7, lines 1 1-42 and Fig. 3, 56a-e and 58a-e, Baerlocher; award set 56e contains 
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a highest positive value award of 70 that is greater than twice the highest positive value 
award of 25 contained in award set 56c). 

Regarding claim 35, the number of integers is equal for each of the award sets 
(column 7, lines 22-34 and Fig. 3, 56a-e and 58a-e, Baerlocher; it would have been 
obvious at the time of invention to try an implementation in which the total quantity or 
number of positive value integer awards in the different ones of the plural award sets is 
equal since each award set may be associated with a different numbers of awards). 

Regarding claim 36, within at least one of the award sets there is at least a factor 
of four difference between the highest and lowest values of said positive value integers 
(column 7, lines 11 -42, column 7, line 60 to column 8, line 2, and Fig. 3, 56a-e and 58a- 
e, Baerlocher; it would have been obvious at the time of invention to try an 
implementation in which the difference between the highest positive value integer in any 
award set and the lowest positive value integer in any award set is greater than a factor 
of four since the game may be configured to employ any desired values of the awards in 
the plural sets). 

Regarding claim 37, one only of the award sets has a single said positive value 
integer (column 10, lines 53-62 and Fig. 8, 56f and 58f, Baerlocher; award sets 56f and 
58f have only one positive value integer). 

Regarding claim 38, one only of the award sets has no said non-winning 
outcomes (column 7, line 60 to column 8, line 2, and Fig. 3, 56a-e and 58a-e, 
Baerlocher; award sets 56a-b and 58a-b have no bonus terminator or zero value non- 
winning outcome, and it would have been obvious at the time of invention to try an 
implementation in which only one of the award sets has no bonus terminator or zero 
value non-winning outcome since the game may be configured to employ any desired 
values of the awards in the plural sets). 
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Regarding claims 24-30, tlie scope of tlie claims for the method of operating the 
system is inherent with respect to claims 32-38, respectively, above in view of the 
structure disclosed by Baerlocher, Nguyen and Yoseloff since the method is the normal 
and logical manner by which the system is employed. 

Response to Arguments 

Applicants' arguments filed in the Response dated 4/21/2009 as part of the 
Request for Continued Examination directed to the Examiners' rejection under 35 
U.S.C. § 1 03(a) have been considered fully and are moot in light of a new ground of 
rejection under 35 U.S.C. 103(a) as set forth above in view of applicants' amendments 
and in view of applicants' arguments thereof. 

Examiner has provided the above new grounds of rejection of the claims under 
35 U.S.C. 103(a) because each of the features of applicants' claimed invention 
continues to be unpatentable or obvious over the prior art. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

A US-6,488,505 B1, Hightower 
B US-5,855,514, Kamille 
C US-6,1 17,009, Yoseloff 
D US-6,068,552, Walker etal. 
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Any inquiry concerning tliis comnnunication or earlier comnnunications from tlie 
examiner sliould be directed to ARTHUR O. HALL wliose teleplione number is 
(571)270-1814. Tlie examiner can normally be reached on Mon - Fri, 8:00am - 5:00 
pm, Alt Fri, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (571 ) 272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. O. H./ 

Examiner, Art Unit 3714 



/Peter D. Vo/ 

Supervisory Patent Examiner, Art Unit 3714 



